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f] Application No: 10/724,711 

Attorney's Docket No: ALC 3101 

n. K£LATED APPEALS AND INTERFERENCES 

'i 

Following are identified any prior or p^ding appeals, interferences or judicial proceedings, 
known to Appellant, Appellant's representative, or the Assignee, that may be related to, or which 
will directly affect or be directly affected by or have a bearing upon the Board^s decision in the 

i pending appeal: 

l] NONE. 

m. STATUS OF CLAIMS 

I Claims 1-8 are on iqjpeal. 

Claims 1-8 axe pending. 
? No claims are allowed, 

I . Claims 1-8 are rejected. 

^ ■ 

\ . No claims are canceled* 

\" TV. STATUS OF AMENDMENTS 

All Amendments have been entered. 

?. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

i The subject matter recited in claim 1 relates to a method for of an active connection 

modify in a connection oriented communication network (see, e.g., [000 1 ], [0009], [00 1 9]). 
comprising the steps of: appending a trace transit list information element (TTL IE) to a modify 

i ' • ' 
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request message (see, e.g., [0010], [0019], [0022]-[0027]; Figs. 1, 2A, 2B, 3); transmitting said 

modify request message from a source node to a destination node along said active coimection 

(see, e.g., [0010], [0022] -[0027]; Figs. 1, 2A, 2B, 3); and at each node along said active 

connection, modifying a parameter of said active connection while recording in said TTL IE 

feilure identification data (see, e.g., [0010]-[0011], [0022] -[0027]; Figs. 1, 2A,2B, 3). 

VL GROUNDS OF RE JECHON TO BE REVIEWED ON APPEAL 
The following grounds of rejection are presented for review: 

A. Claims 1-8 are rejected under 35 U.S.C. § 102(e) as allegedly being allegedly 
anticipated by U-S, Patent No. 6.643,267 to Karia et al. (hereinafter "Karia"). 

m ARGUMENT 

A. Retectton of Claims 1-8 Under 35 V.S.C. S102fe) 

Hie Final Office Action dated August 23. 2007, rejects claims 1-8 under 35 U.S.C § 102(e) 
. as being allegedly anticipated by Karia, 

Ubie test for det^mining if a reference anticipates a claim, for purposes of a rejection under 
35 U.S.C. § 102. is whether the reference discloses all the elements of the claimed combination, or 
tfie mechanical equivalents thereof functioning in substantially the same way to produce substantially 
the same results. As noted by the Court of Appeals for the Federal Circuit in Lindemaim 
Maschirrenfabrick GmbH v, American Hoist and Derrick Co., 221 U.S.P.Q. 481, 485 (Fed. Cir. 
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) 1984), in evaluating the sufficiency of an anticipation rejection under 35 U.S.C. § 102, the Court 

: stated: 

} . Anticipation requires the presence in a single prior art reference disclosure of each 

; and every element of the claimed invention, arranged as in the claim. 

\ Therefore, if the cited reference does not disclose each and every element of the claimed invention, 

\ then the cited reference &ils to anticipate the claimed invention and, thus, the claimed invention is 

j distinguishable over the cited reference. 

i . 

I Putsiniilarly.thetestforanticipationundersection 102iswhethereachandefveryel 

set forth in the claim is found* either expresslyorinherently described, inasinglepriorartreference. 

\ Verdegaal Bros. v. Union Oil Co. of California, 2 USPQ2d 1051, 1053 (Fed Cir. 1987); MPEP 

; §2131. The identical invention must be shown in as complete detail as is contained in the claim. 

Richardson v. Suzuki Motor Co., 9 USPQ2d 1913. 1920 (Fed. Cir. 1989); MPEP §2131. The 

\ elements must also be arranged as required by the claim. In re Bond^ 1 5 USPQ2d 1 566 (Fed. Qr. 

1990)- 

As apreliminary matter regarding claim 8, although the caption of the rejection on page 2 of 
the Final Office Action indicates that the rejection is only a rejection of claims 1 -7, Appellant notes 

I that, on page 4, the rejection includes a discussion of claim 8. Further, Appellant notes that the 

Office Action Summary indicates that claim 8 is rejected. Thus, Appellant believes that the caption 

\ indicating that the rejection is a rejection of claims 1-7 is a vestige ftom the rejection that appeared in 

the December 27, 2006, non-final Office Action, inadvertently copied into tiie pending rejection. 

k\ Excessive and Improper Reliance on ''Inherency^' 

<■ 

U • -4- 
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The rejection relies on an inherency argument three times in connection with claim 1. The 
rejection further relies on additional inherency arguments twice with respect to dependent claim 2. 
The Office Action further relies on an inherency argument with respect to dependent claim 3. The 
Office Action frntiierreliesonaninherencyargumentwithrespecttodcpendra^ TheOfBce 
Action fiirther relies on an inherency argument with respect to dependent claim 6. The Office Action 
further relies on an inherency argument with respect to dependent claim 7. The Office Action fiirther 
relies on two additional inherency arguments with respect to dependent claim 8. In all, the Office 
Action relies on eleven inherency arguments with respect to the rejection of pending claims 1-8. 

Appellant notes that the rejection of claims 1-7 is repeated verbatim from the rejection of 
those claims that appeared in the December 27, 2006, non-final Office Action. Jn response thereto. 
Appellant pointed out that the rejection coirectly concedes that Karia fails to disclose, teach or 
suggest a large portion of the subject matter recited in the rejected claims. In ^ct. Appellant 
respectfully asserts that the rejection correctly concedes that Karia fails to disclose, teach or suggest 
significantly more than half of the subject matter recited in the rejected claims ! On this basis alone, 
Appellant respectfully asserts that the Office Action has excessively and improperly relied on 
allegations of mherency in putting forth the rejection. Appellant respectfully assets that the rejection 
should be reversed on this basis alone. 

In support of the foregoing position* by way of example, and by way of example only, 
AppeIIant*$ May 17, 2007, Amendment focused on the recitation in claim 1 of "modifying a 
parameter," In particular, the December 27, 2006, Office Action coirectly concedes tiiat much of the 
subject matter recited in claim 1 is not disclosed by Karia. However, the December 27, 2006, Office 
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Action, like the outstanding Final Office Action, repeatedly asserts that subject matter recited in 

claim 1 is inherent in Karia. 

Claim 1 recites three steps in a method, One of the three steps recited in claim 1 is the step of 
"modiiying a parameter." The Office Action relies entirely on an inherency argiunent with respect to 
this step in the recited method 

Appellant respectfully submits that the step of modifying a parameter, according to the 
combination recited in claim 1, is not inherently disclosed by Karia. In fact, it is respectfully 
submitted that this deficiency in the rejection is evident even by the Office Action's own assertion 
regarding what is allegedly inherent. Specifically, '*the use of ATM networks which by defmition 
incorporate the reservation of resources in conjunction with a Modify Request message^' in no way 
describes **modifying a parameter** as recited in claim 1. 

In sections 4 and S on pages S and 6, the Final Office Action includes a Response to 
Arguments section. However, the Response to Arguments section entirely ignores Appellant's 
argument that the reliance on inherency in the rejection is excessive and improper. 

Improper Reliance On Secondary References 

In the Response to Arguments section, both in section 4 on page 5 and extensively in section 
5 on page 6, the Response to Arguments relies on documents made of record by Appellant 
Appellant respectfully submits that the rejection's reliance on these many documents in connection 
with the rejection, without applying the documents as documents relied upon as the basis for the 
rejection, is improper. 
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Appellant respectfully submits Aat, in order to be properly crafted, the rejection should be 
listed as a rejection(s) under 35 U.S.C. § 103(a) based on combinations of Karia and the additional 
documents relied upon in the Respotise to Arguments sections 4 and 5 on pages 5 and 6. Appellant 
respectfully submits that, even assuming arguendo that the Office Action's reliance on die many 
documents is proper^ which it is not, at a minimum the rejection is reversible due to its fsdluie to 
apply all the documents relied upon for the rejection. 

Appellant respectfully requests &at the rejection be reversed on this basis as welL 

For at least the foregoing reasons, claims 1 -8 are patentable over Karia because Karia does 
not disclose each and every element recited in claims 1-S. 

CONCLUSION 

For at least the reasons discussed above, it is respectfully submitted that the rejections are in 
error and that claims 1-S are in condition for allowance. For at least the above reasons. Appellants 
respectfully request that this Honorable Board reverse the rejections of claims 1-8. 


February 26. 2008 


Date 

KRAMER & AMADO, P.C. 
1725 Duke Street, Suite 240 
Alexandria, VA 22314 
Tel (703) 519-9801 
Fax. (703)519-9802 


-7 


Respectfully submitted, 
Kramer & Amado, P.C. 



MarkR. Woodall 
Reg. No. 43,286 
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Vin. CLAIMS APPENDIX 

CLAIMS INVOLVED IN THE APPEAL: 

1. A method for of an active connection modify in a connection oriented communication 
network, comprising the steps of: 

appending a trace transit list infonnation element (TTL IE) to a modify request message; 

transmitting said modify request message from a source node to a destination node along 
said active connection; and 

at each node along said active connection, modifying a parameter of said active 
connection while recording in said TTL IE failure identification data. 

2. The method of claim 1, further comprising: 

generating a Modify Reject message at a node along said connection if said node does not 
enable modification of said parameter; 

updatu3g said TTL IE from said modify request message with failure cause infonnation; 

iand 

app^ding said TTL IE to said Modify Reject message and returning said Modify Reject 
message to said source node. 

3* The method of claim 1, wherein said failure identification data includes the logical 
node and logical port trace of the &iled modify request. 
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4. The method of claim 1, wherein said failure identification data includes failure cause 
information. 

5. The method of claim 4, wherein said &ilure cause information includes vendor 
specific itiformation. 

6. The method of claim 1, wherein said parameter is the bandwidth allocated to said 
active connection. 

7. The method of claim 1, wherein said failure identificaition data includes the capability 
of a node along said active connection to support the modification of an active connection of said 


8. The method of claim 1 , further comprising: 

genemting a Modify Acknowledgement message at said destination node if all nodes 

along said connection enable modification of said parameter; 

transmitting said Modify Acknowledgement message to said source node; and 
transmitting traffic from said source node to said destination node along said connection 

with said modified parameter. 
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K. EVIDENCE APPENDIX 

A copy of the following evidence 1) entered by the Examiner, including a statement setting 
forth where in the record the evidence was entered by the Examiner, 2) rehed upon by the Appellant 
in the appeal, and/or 3) relied upon by the Examiner as to the grounds of rejection to be reviewed on 
appeal, is attached: 


I NONE. 


if • 

k 

h 
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X. RELATED PROCEEDINGS APPENDIX 

Copies of relevant decisions in prior or pending appeals, interferences or judicial 
proceedings, known to Appellant, AppcUant^s representative, or the Assignee, that may be 
related to, or which will directly affect or be directly affected by or have a bearing upon fhe 
Board's decision in the pending appeal are attached: 

NONE, 


i ■ 
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